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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

Claims 11-20 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Claims 1 1-20 are rejected under 35 U.S.C. 101 as not falling within one of 
the four statutory categories of invention. While the claims recite a series of 
steps or acts to be performed, a statutory "process" under 35 U.S.C. 101 must 
(1) be tied to particular machine, or (2) transform underlying subject matter (such 
as an article or material) to a different state or thing (see page 10 of In Re Bilski 
88 USPQ2d 1385). The instant claims are neither positively tied to a particular 
machine that accomplishes the claimed method steps nor transform underlying 
subject matter, and therefore do not qualify as a statutory process. The claimed 
method including steps of determining and presenting are broad enough that the 
claim could be completely performed mentally, verbally or without a machine nor 
is any transformation apparent. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described In a printed publication In this or a foreign country or In 
public use or on sale In this country, more than one year prior to the date of application for patent In 
the United States. 

Claims 1-2, 9-12 and 19-20 are rejected under 35 U.S.C. 102(b) as being 
clearly anticipated by Florin et al. (U.S. Patent No. 5,583,560). 

Referring to claim 1, Flohn discloses means for determining when a user 
selects a non-programming program guide option (see Figures 43-45 and 
Column 23, Line 45 through Column 24, Line 44 for determining when a 
user selects a TV shopping application) 

Florin discloses means for presenting an advertisement as part of a 
program guide screen in the program guide based on which program guide non- 
programming option is selected (see Figure 45 and Column 23, Line 45 
through Column 24, Line 44 for displaying an advertisement for The Attic at 
Cacy's after selecting the non-programming program guide option TV Shop 
channel). 

Referring to claim 2, Florin also discloses means for presenting the 
advertisement further comprises means for presenting a selectable 
advertisement (see Figures 45-46 and Column 23, Line 45 through Column 
24, Line 44 for selecting The Attic at Cacy's option). 
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Referring to claim 9, Florin discloses determining when a user selects a 
program guide function button in the program guide (see screen 180 in Figure 3 
transitioning to screen 180 in Figure 45, therefore the program guide of 
Florin inherently determines when a user selects the TV Shop option to 
enter screen 180 in Figure 45, otherwise no transition is made (further note 
Column 23, Lines 62-65)). 

Florin also discloses presenting an advertisement as part of a program 
guide screen based on which program guide function button is selected (see 
Figure 45 for presenting advertisements for various stores in response to 
the selection of the TV shop option in Figure 43). 

Referring to claim 10, Florin discloses taking a targeted program guide 
action in the program guide based on which program guide non-programming 
option is selected (see Figure 46 for presenting The Attic at Cacy's store in 
response to the selection of the TV Shop option in Figures 43 or 45 (non- 
programming option selected)). 

Referring to claims 11-12 and 19-20, see the rejection of claims 1-2 and 
1 9-20, respectively. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the phor art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 3-4 and 13-14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Florin et al. (U.S. Patent No. 5,583,560) in view of Shoff et al. 
(U.S. Patent No. 6,240,555). 

Referring to claim 3, Florin also discloses a television distribution facility 
for distributing television programming to the user television equipment (see 
Service Provider 50 in Figure 1 and Column 8, Lines 8-17) and providing 
advertisements to the user television equipment (see Figures 43-50 for 
providing various advertisements to user television equipment for display 
on a graphical user interface). 

Florin fails to disclose a video server located in the television distribution 
facility for providing advertisements containing video to the user television 
equipment. 

Shoff discloses video servers located at the television distribution facility 
(see enhanced content server 52 at television headend 22 in Figure 4) and 
at another network node for providing advertisements containing video to the 
user television equipment (see ISP host 80 in Figure 4 and Column 5, Lines 
12-22 for the advertisements containing video and Column 7, Lines 51-60 
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for receiving the advertisements from both the ISP 80 and the enhanced 
content sever 52 at television headend 22). 

At the time tlie invention was made, it would Inave been obvious to a 
person of ordinary sl<ill in the art, to modify the television distribution system, as 
taught by Florin, to include the enhanced content servers located at different 
network nodes, as taught by Shoff, for the purpose of providing a better way of 
creating and distributing interactive programming (see Column 2, Lines 51-53 of 
Shoff). 

Referring to claim 4, Florin also discloses a television distribution facility 
for distributing television programming to the user television equipment (see 
Service Provider 50 in Figure 1 and Column 8, Lines 8-17) and providing 
advertisements to the user television equipment (see Figures 43-50 for 
providing various advertisements to user television equipment for display 
on a graphical user interface). Florin also discloses a plurality of network 
nodes for use in providing the television programming to the user television 
equipment (see Service Provider 50, VCR 56 and Other AudioA/isual Devices 
57 that are different network nodes that provide different television 
programming to user television equipment 58 in Figure 1). 

Florin fails to disclose a video server located in the television distribution 
facility for providing advertisements containing video to the user television 
equipment. 
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Shoff discloses video servers located at the television distribution facility 
(see enhanced content server 52 at television headend 22 in Figure 4) and 
at another network node for providing advertisements containing video to the 
user television equipment (see ISP host 80 in Figure 4 and Column 5, Lines 
12-22 for the advertisements containing video and Column 7, Lines 51-60 
for receiving the advertisements from both the ISP 80 and the enhanced 
content sever 52 at television headend 22). 

At the time the invention was made, it would have been obvious to a 
person of ordinary skill in the art, to modify the television distribution system, as 
taught by Florin, to include the enhanced content servers located at different 
network nodes, as taught by Shoff, for the purpose of providing a better way of 
creating and distributing interactive programming (see Column 2, Lines 51-53 of 
Shoff). 

Referring to claims 13-14, see the rejection of claims 3-4, respectively. 

Claims 5 and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Florin et al. (U.S. Patent No. 5,583,560) in view of Knee et al. 
(U.S. Patent No. 5,589,892). 

Referring to claims 5 and 15, Florin discloses all of the limitations of claim 
1 , as well as a non-programming option including a music option (see option 
313 in Figure 24), but fails to teach presenting an advertisement related to music 
as part of a program guide screen when the user selects the music option. 
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Knee discloses selecting a music program and offering an advertisement 
to purchase a CD in response to selection of the music program, thereby 
teaching presenting an advertisement related to music as part of a program 
guide screen when the user selects the music option (see Figure 46 and see 
Column 38, Lines 20-31). 

At the time the invention was made, it would have been obvious to a 
person of ordinary skill in the art to modify the interactive television system, as 
taught by Florin, to include the music program and CD advertisement option, as 
taught by Knee, for the purpose of providing a new vehicle for marketing 
program-related products (see Column 38, Lines 31-34). 

Claims 6 and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Florin et al. (U.S. Patent No. 5,583,560) in view of Schein et 
al. (U.S. Patent No. 6,002,394). 

Referring to claims 6 and 16, Florin discloses all of the limitation in claim 
1 , as well as a non-programming option being a messages option (see a MAIL 
option in Figure 36), but fails to teach presenting an advertisement related to 
messages as part of a program guide screen when the user selects the 
messages option. 

Schein discloses presenting an advertisement related to messages as part 
of a program guide screen when the user selects the messages option (see 
Figures 19A-19C and Column 23, Lines 19-36) 
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At the time the invention was made, it would have been obvious to a 
person of ordinary skill in the art, to modify the interactive television system, as 
taught by Florin, using the messaging functionality, as taught by Schein, for the 
purpose of allowing a viewer to accept incoming e-mail messages or send 
outgoing messages to other television viewers (see Column 23, Lines 20-22), 
thereby allowing television viewers to send and receive e-mail without having to 
access the viewers' computers. 

Claims 7-8 and 17-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Florin et al. (U.S. Patent No. 5,583,560) in view of Miller et al. 
(U.S. Patent No. 5,585,866). 

Referring to claims 7 and 17, Florin discloses all of the limitations of claim 
1 , but fails to teach that the non-programming option is a parental control option 
and presenting an advertisement related to a parental control as part of a 
program guide screen when the user selects the parental control option. 

Miller discloses a non-programming option is a parental control option 
(see Figure 39 and Column 22, Lines 1-10) and presenting an advertisement 
related to a parental control as part of a program guide screen when the user 
selects the parental control option (see Figure 39 for displaying a TV Guide 
advertisement or multiple advertisements related to parental control 
options the viewer can choose from after the parental control screen in 
Figure 39 has been selected for display). 
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At the time the invention was made, it would have been obvious to a 
person of ordinary skill in the art, to modify the electronic program guide with 
non-programming options, as taught by Florin, to include parental control non- 
programming options, as taught by Miller, for the purpose of providing a 
simplified electronic program schedule system that may be more easily 
implemented, and which is appealing and efficient in operation (see Column 3, 
Lines 29-32 of Miller). 

Referring to claims 8 and 18, Florin discloses all of the limitations of claim 
1 , but fails to teach that the non-programming option is a setup option and 
presenting an advertisement related to a setup option as part of a program guide 
screen when the user selects the setup option. 

Miller discloses a non-programming option is a setup option (see Figure 
40 and Column 22, Lines 15-41) and presenting an advertisement related to a 
setup as part of a program guide screen when the user selects the setup option 
(see Figures 40A-40E for displaying a TV Guide advertisement, a 
letter/mail/message advertisement or multiple advertisements related to 
setup options the viewer can choose from after the setup screen in Figure 
40 has been selected for display). 

At the time the invention was made, it would have been obvious to a 
person of ordinary skill in the art, to modify the electronic program guide with 
non-programming options, as taught by Florin, to include parental control non- 
programming options, as taught by Miller, for the purpose of providing a 
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simplified electronic program schedule system that may be more easily 
implemented, and which is appealing and efficient in operation (see Column 3, 
Lines 29-32 of Miller). 



Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Jason P. Salce whose telephone number is 
(571) 272-7301 . The examiner can normally be reached on M-F 9am-6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, John Miller can be reached on (571 ) 272-7353. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 
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